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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

OPPOSER POM WONDERFUL’S
REPLY MEMORANDUM IN SUPPORT
OF ITS MOTION FOR SUMMARY
JUDGMENT

)
POM WONDERFUL LLC, ) Opposition No. 91204409
)
Opposer, ) Application Serial No. 85/281,884
)
V. ) POMENADE
)
ALI KIMIAI ) Published in the Official Gazette of
) February 28, 2012
Applicant. )
)
)
)
)
)

I. Introduction
Opposer POM Wonderful LLC (“Opposer”) submits the following for its reply to

Applicant Ali Kimiai’s (*Applicant”) Response to Opposer’s Motion for Summary Judgment

(“Response”) filed with the Board on January 3, 2013, and mailed thereafter without any proof

of service attached, to Opposer.

I1. Applicant Failed To Show Any Genuine Issue Of Material Fact

In this case, there is clearly an absence of any genuine issue of material fact. Summary
Judgment should be granted when there is an absence of a genuine issue of material fact
illustrated where “there is an absence of evidence to support the nonmoving party’s case.”
Ceoltex Corporation v. Catrett, 477 U.S. 317, 325 (1986). Applicant does not dispute Opposer’s
standing or priority. Moreover, there is no genuine issue of material fact as to the duPont
factors. For instance, Opposer has shown that Opposer’'s POM® Marks and the POMENADE

Mark are nearly identical and that the goods are closely related. Applicant admits an overlap of
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channels of trade, both in the deemed admissions to the Requests for Admission (“Deemed
Admissionss”), as well as in the late admissions that were mailed to Opposer, without any proof
of service attached, sometime after December 21, 2012 (the “Late Admissions”). The channels of
trade and markets are not restricted in the applications and thus the differences alleged by
Applicant in its Response cannot defeat a likelihood of confusion finding.

In light of this overwhelming evidence, it is up to Applicant to come forward with
“specific facts showing that there is a genuine issue for trial.” Jd. at 324. Applicant has failed to
provide anything but conclusory assertions that have no support in the record. Applicant failed
to timely respond to the Requests for Admission and therefore, Applicant’s admissions can and
should be used to support Opposer’s Motion for Summary Judgment. Applicant’s Late
Admissions were not an isolated event but are instead part of a pattern of dilatory conduct
illustrated by Applicant’s late mailing (by over two months) of the Late Admissions and its
continued lack of any response to Opposer’s Requests for Production of Documents. The Board
has used unresponsive admissions as a basis for finding likelihood of confusion on summary
judgment and should do so here as well. See Opposition No. 91162261, 2007 WL 616038
(TTAB Feb. 20, 2007) and Opposition No. 91159554, 2006 WL 1087855 (TTAB Apr. 13,
2006). Opposer therefore requests that the Board dispose of this matter before any more time is

wasted by all parties and grant Opposer’s Motion."

]Applicant filed, concurrently with its Response, a motion for the Board to accept Applicant’s overdue
responses along with a feeble, attorney generated excuse for its late responses, and failed to meet the excusable
neglect standard required by the Supreme Court and TTAB precedence, let alone address it. Furthermore, Applicant
conveniently accuses Opposer of a minor technicality as its excuse for not timely responding to the Requests for
Admission, when Applicant did not formally serve any pleadings, given that no proof of service was ever served or
filed, even after Opposer emailed Applicant requesting that Applicant cure the deficiency. Criona Decl. 92, Exhibit
1.
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II1. Opposer’s POM® Mark Is Incontestable And Its Use And Registration Of The

POM® Marks Predates Applicant’s “POMENADE” Application By More Than A Decade

Applicant grasps at straws in a misguided attempt to eliminate Opposer’s extensive rights
in its family of POM® Marks. For instance, Applicant’s argument that POM® is a “descriptive,
non-distinctive term and cannot be trademarked” borders on frivolous. The POM® mark cannot
be attacked for being “merely descriptive” for pomegranate products because is incontestable,
having been registered for more than five years. 15 USC §1065. A quick review of the POM®
registration and file history available on the USPTO’s website would have educated Applicant
that Opposer has owned the POM® mark since 2002 and has continually used it since then.
Further, Applicant’s statement that “POM seeks to trademark the first three letters of the word
“pomegranate’” is equally misguided given that Opposer owns the POM® registrations, Opposer
is not seeking to register them. Finally, Opposer owns an entire family of POM® trademarks, as
listed in Exhibit 1 to Opposer’s Motion For Summary Judgement (the “POM® Marks™) which
Applicant could have also easily discovered. These applications and registrations form valid and
subsisting registrations of a family of POM® trademarks spanning more than a decade.
Applicant has offered no rebuttal to this fact and therefore has raised no genuine issue regarding
this fact.

IV. There Is No Issue Of Genuine Fact Regarding The Likelihood Of Confusion

Between The Parties’ Marks

The two key Du Pont factors for a likelihood of confusion analysis are (1) similarity of
the marks and (2) relatedness of goods or services as described in the application. TMEP §1207.

In its Response, Applicant has provided no evidence supporting a genuine issue of material fact
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for the remaining factors, other than unsupported allegations. The strength of the first two
factors alone is so strong that Opposer’s Motion should be granted.

A. The Marks Are Virtually Identical

The POM® Marks, most notably, Opposer’s POM® and POM ADE marks on the one
hand, and Applicant’s POMENADE mark on the other hand, are virtually identical and therefore
weigh heavily toward a finding of likelihood of confusion.

Applicant does little to refute the numerous cases cited by Opposer to support Opposer’s
position that Applicant’s POMENADE mark is similar to Opposer’s POM® Marks other than to
baldly state, “these cases do not parallel the present matter.” (Response at 7.) Instead, Applicant
offers a red herring argument to support its statement that “all of the aforementioned cases
involve companies providing services or products that cater to similar portions of the market.”
(Response at 7.) Oddly, Applicant attempts to distinguish these cases because they involve
direct competitors. However, this fact makes these cases even more relevant, not distinguishable.
Applicant admits that it is a competitor of Opposer in its Deemed Admissions as well as in its
Late Admissions by admitting that: (i) “goods, including Applicant’s Goods, bearing the mark
POMENADE, to grocery stores for sale to retail customers”, that “Applicant’s Goods are sold in
grocery stores”, (ii) “Applicant’s Goods are sold at food markets”, (iii) “Opposer’s Goods are
sold in grocery stores”, and (iv) “Opposer’s Goods are sold in food markets.” (Exhibit 2 to
Declaration of Ali Kimiai, Requests for Admission Nos. 3, 12, 13, 46, 47.)

Tellingly, Applicant fails to submit any contrary authority to the cases cited by Opposer,
nor does Applicant offer any evidence that distinguishes this case from the cases Opposer cites.
Therefore, Opposer’s cited cases (see Opposer’s Motion for Summary Judgment at 4-5) remain

undisputed precedent standing for the proposition that similarity of marks is established where
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applicant’s mark is a single word that is identical to the dominant portion of the word in an
opposer’s mark. Here, because Applicant’s mark “POMENADE” comprises in whole Opposer’s
POM® mark, there is a likelihood of confusion notwithstanding the addition of “enade” in
Applicant’s mark.
Given the similarity of the marks in terms of their appearance, sound and meaning, it is

evident that confusion is likely since the dominant term of both marks is the same- “POM”.

“It is the general rule that likelihood of confusion is not avoided between

otherwise confusingly similar marks merely by adding or deleting a house

mark or matter that is descriptive or suggestive of the named goods or

service. Sometimes the rule is expressed in terms of the dominance of the

common term. Therefore, if the dominant portion of both marks is the
same, then confusion may be likely notwithstanding peripheral differences.”

TMEP §1207.01(b)(ii1).

The identity of the dominant portion of the marks and the common channels of trade for,
and relatedness of, the goods or services, compel a finding a likelihood of confusion. See In Re
J.M. Originals, Inc., 6 USPQ2d 1393 (TTAB 1987) (holding that “if two marks for related goods
or services share the same dominant feature and the marks, when viewed in their entireties,
create similar overall commercial impressions, then confusion is likely.”). Therefore, and
because Opposer has undisputed priority of use and registration, the opposition must be
sustained.

Finally, Applicant disputes the similarity of the marks on the grounds that “the ‘0’ in the
word ‘POM’ as marketed by POM is shaped as a heart.” (Response at 8.) Applicant’s attempt to
distinguish Opposer’s POM® Marks and Applicant’s POMENADE mark with regard to the
similarity of the marks fails since Opposer’s incontestable POM® mark is a standard character

mark.
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